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REMARKS 

This Amendment is prepared in response to the Office action mailed on 21 February 2006 
(Paper No. 20060207), Claims 1 through 59 are pending in the application. 

Status of Claims and Support for Claim Amendments 

II- Status of Pending Claims 

Claims 1 through 59 are all pending, and claims 1 through 19, 21 through 43 and 59 are 
amended. 

III- A Explanation of Support for Amendment of Claims Under 37 CFR §l,173(c) 

Support for the amendment to each of claims 1 through lies in the disclosure of these claims 
themselves, as each claim is amended to broaden its scope. Claim 5 is additionally amended to 
substitute the singular "claim" for the typographic error "claims." Support for amendment of claims 
9 through 19, 21 through 44 and 59 is itemized in the following paragraphs. 
III-B Explanation of Support for Amendment of Claims Under 37 CFR §l,173(c) 

In compliance with the request of the Examiner set forth in Paper No. 20060207, Applicant 
provides the following explanation of support in the specification for the amendments to the claims. 
Applicant notes that Paper No. 20060207 questioned whether "[t]he [previous] claims/amendments 
... conform to the requirements set forth in 37 CFR §1.1 73(c)"? Claims 1 through 59 have been 
pending since the close of prosecution on the 9* of July 2002 imposed by Paper No. 24. Contrary 
to the inference of Paper No. 20060207, no other amendments have been made. Moreover, Paper 
No. 20060207 has confiised the express language of 37 CFR §1.1 73(c), which necessitates "an 
explanation of the support in the disclosure of the patent for the changes made to the claims'' by the 
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amendatory paper which makes those changes; AppHcant's original application is not an amendment 
under either 37 CFR §1.121(b)(2)(C)(iii) or §1. 173(c). 
Amendment - 6^'' November 2002 

In Paper No. 25 Applicant amended independent claim 1, and on page 34 thereof, gave a 
written statement of the support for that amendment. 
Amendment - 24^** October 2005 

In the Amendment filed on or about the 24**" of October 2005, claims 4 through 7 and 44 were 
amended. On page 35 of that Amendment Applicant gave a written explanation of the support in 
the disclosxire for these amendments. 

Claims 4. 5 and 6 

Claims 4, 5 and 6 are amended to delete "tape" and thereby alter its preamble to more broadly 
read 'Video recorder", and to substitute the generic phrase "storage medium" for "tape." Support 
for these changes lies in the original text of patented claims 4, 5 and 6. 

Claim 7 

Claim 7, as pointed out by the Examining staff, contained a typographic omission. That 
omission has been corrected to insert the originally cited language inadvertently omitted fi-om that 
claim in the previously filed Amendment. Specifically, the language ", and remaining in said system 
power standby mode of operation" was re-inserted at lines 4 and 5 of claim 7. Support for this 
change lies in the original text of claim 7. 

Claim 44 

Claim 44 was amended to re- write the paragraph " locking said video signal and preventing 
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a pplication of said video signal to said mixing in dependence upon said determination " so as to read 
— locking said video signal by preventing application of said video signal to enable said mixing in 
dependence upon said determination - in view of the question raised by the Examining staff. 

Amendments to patent claims 1 and 3 through 8 are amendments of grammar, syntax and 
number; support for these changes lie in the original language of patent claims 1 and 3 throu^ 8. 

The changes presented by claims 9 through 14 and the changes made thereto during the 
examination lie in Figures 1, 3 A and 3B in combination with Figures 1 and 4, and column 1, lines 
16 and 17, column 2, lines 20 through 34 and columns 3, beginning with line 51 and continuing 
through column 6, line 2 which cumulative describe Applicant's locking and unlocking process. 

The changes presented by claims 1 5 through 1 9 and the changes made thereto, lie in Figures 
3 A and 3B in combination with Figures 1 and 4, and column 1, lines 16 and 17, column 2, lines 20 
through 34 and colunms 3, beginning with line 51 and continuing through colunrn 6, line 2 which 
cumulative describe Applicant's locking and unlocking process. 

Support for the changes resulting in pending claim 20 lie in Figures 3A and 3B in 
combination with Figures 1 and 4, and column 2, lines 20 through 34 and columns 3, beginning with 
line 51 and continuing through colunm 6, line 2 which cumulative describe Applicant's process. 

Support for the changes resulting in pending claims 21 and 22 lie in Figure 1, steps 1 1 
through 17, Figures 3 A and 3B in combination with Figures 1 and 4, and column 1, lines 16 and 17, 
column 2, lines 20 through 34 and colunms 3, beginning with line 5 1 and continuing through colunm 
6, line 2 which cumulative describe Applicant's locking and unlocking process. 

Support for the changes resulting in pending claims 23 through 25 and the amendments to 
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claim 23 lies in Figure 2, 3A, 3B and 4 viewed through column 2, lines 35 through 67 and column 
3 through line 1 through column 6, line 2. 

Support for the changes resulting in pending claim 26 lie in Figures 3 A and 3B in 
combination with Figures 1 and 4, and colxxmn 2, lines 20 through 34 and columns 3, beginning with 
line 51 and continuing through column 6, line 2 which cumulative describe Applicant's locking 
process for controlling an on-screen display system. 

Support for the changes resulting in pending claim 27 lie in Figures 3A and 3B in 
combination with Figures 1 and 4, and column 2, lines 20 through 34 and colunms 3, beginning with 
line 5 1 and continuing through column 6, line 2 which cumulative describe Applicant's locking and 
unlocking process! 

Support for the changes resulting in pending claims 28 through 33 and the amendments to 
claim 29 lie in Figures 3 A and 3B in combination with Figures 1 and 4, and colunm 1 , lines 1 6 and 
17, column 2, lines 20 through 34 and colunms 3, beginning with line 51 and continuing through 
column 6, line 2 which cumulative describe Applicant's locking and xmlocking process. 

Support for the changes resulting in pending claims 34 through 42, and the amendments 
made to claims 37 and 39 lie in Figures 3 A and 3B in combination with Figures 1 and 4, and column 
1, lines 16 and 17, column 2, lines 20 through 34 and colunms 3, beginning with line 51 and 
continuing through column 6, line 2 which cumulative describe Applicant's locking and unlocking 
process. 

Support for the changes resulting in pending claims 43 through 59, and the amendments 
made to claims 44, 55, 56 and 58 lies in Figures 3 A and 3B in combination with Figures 1 and 4, and 
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colvimn 2, lines 20 through 34 and columns 3, beginning with line 5 1 and continuing through column 
6, line 3 which cumulative describe Applicant's locking process. 

IV- Incomplete Office Action Under 37 CFR 81.104 

In earlier written correspondence Appellant noted that in various telephone conversations 
with Applicant's undersigned attomey, the Special Program Examiner (SPrE) stated that Paper No. 
41 contained several factual and legal errors as well as erroneous conclusions, and admitted that 
"everybody has made mistakes." A careful review of Paper No. 41 by Applicant's undersigned 
attorney confirms the presence of the errors kindly noted by the SprE, as well as other factual and 
legal errors, and erroneous conclusions errors throughout Paper No. 4 1 , and that Paper No. 4 1 lack 
the completeness required under 37 CFR §1.1 04(b) and (c). These "mistakes" permeate the entirety 
of Paper No. 41 to some degree. Clarification is respectfully requested in subsequent Office 
correspondence, and subsequently. Applicant understands that in view of these "fundamental 
defects" in Paper No. 41 , the Examiner will review and reconsider the prosecution history, and if 
indicated, issue a non-final action pursuant to 37 CFR §1.1 04(a) and (b), with the requisite degree 
of completeness contemplated by 37 CFR §1.1 04(a) and (b); the written clarification has not been 
forthcoming. Despite the forthcoming clarification and Office correspondence, Applicant will 
endeavor to address each of the issues raised in Paper No. 41, to the extent able. 

V- Election/Restriction 

Withdrawal of the restriction requirement of claim 20 is noted with appreciation. 
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VI- Double Patenting 

A, Claims 1 through 3, 7 through 19, 21 through 43 and 59 are provisionally rejected 
under 35 U.S.C. §101 as claiming the same invention as that of claims 1 through 3 and 
7 through 43 of co-pending application Serial No. 10/337,364. 

In view of the foregoing amendments of claims 1 through 3, 7 through 19, 2 1 through 43 and 
59 to correspondingly broaden the scope of coverage provided by these claims, this rej ection is moot. 

Upon completion of review of this re-issue application with Applicant's co-pending Serial 
No. 10/337.364, a terminal disclaimer and, if indicated, a Supplemental Reissue Declaration from 
the Assignee, will be filed. In the interim, the Examiner is requested to suspend these formalities. 

B. Claims 4-6 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 4 through 6 of co-pending 
AppUcation No. 10/337,364. 

The Examiner contends that "[a]lthough the conflicting claims are not identical, they are not 
patentably distinct from each other because one of ordinary skill in the art would find it 
obvious/know that a video cassette tape is a video storage medium and that a video tape recorder is 
a video recorder." 

Upon completion of review of this re-issue application with Applicant's co-pending Serial 
No. 10/337.364, a terminal disclaimer and, if indicated, a Supplemental Reissue Declaration from 
the Assignee, will be filed. In the interim, the Examiner is requested to suspend these formalities. 

VII- Defective Amendment 

The Examiner maintained his objection to the "claims/amendments" on the ground that the 
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Federal Register/ Vol. 65, No 175, 54643, which was issued on September 8, 2000, 37 C.F.R. 

§ 1 , 1 73(c) applies to any pending or newly filed application two months from the date of publication 

of the rule in the Federal Register, and that "[t]he present application was pending at the time of 

publication and therefore is required to comply therewith." 

The Examiner further contends that: 

The amendment of section 1.173, so as to include a section 1 . 1 73(c) 
in the year 2000, merely consolidated requirements formerly 
presented in 37 CFR 1.121. Thus, at the time of filing the instant 
reissue application, the requirement for making amendments in a 
reissue was set forth in 37 CFR 1.121 (b)(2) (the 7/1/99 Edition) 
which required the amendments to be made relative to the patent 
claims ((2)(i)(A)), each amendment submission must set forth the 
status as of the date of the amendment of all patent claims and all 
added claims ((2)(ii)), and each amendment when originally 
submitted must be accompanied by an explanation of the support in 
the disclosure of the patent for the amendment along with any 
additional conmients ((2)(iii)). 

Although Applicant has demonstrated that previous amendment have in fact complied with 37 

C.F.R. §1.1 73(c), Applicant has included an exhaustive explanation of the support in the disclosure 

for those amendments previously made. This objection is therefore believed to be moot. 



VIII- Notes on presented claims 

Applicant thanks the Examiner for pointing out two difference copies of claim 7 appearing 
in the Amendment filed on 24 October 2005. The foregoing listing of claims has corrected this error. 

IX- Notes on claim languag e 

Paper No. 20060207 states that, 
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"In claim 4 of the patent, the microcomputer terminates transmission of a control 
output upon expiration of a period of time defined by a first entry of lock key data 
followed by a secret code and a second input of lock key data followed by a secret 
code. This feature and claim were introduced in a preliminary amendment of a 
parent application, application number 08/024,495, in March 1993, in claims 
originally identified as claims 5 and 6. There are no arguments or statements 
regarding the claimed "time period" and its "expiration" in the prosecution history. 
Moreover, there is no specific disclosure in the originally filed specification of the 
claimed "time period" and the "expiration of the time period." Therefore, the scope 
of the above-noted claim language must be looked at in terms of the original 
specification. There is naturally a time period that exists between a first entry of a 
lock key/code sequence, for example locking the video display, and a second entry 
of a lock key/code sequence, for example unlocking the video display. After the first 
entry, a control output is transmitted firom the microcomputer to the mute circuits. 
However, the means of the microcomputer for terminating the transmission of the 
control are not controlled by an expiration of time in a literal sense as there is no time 
period being measured between the entries of lock key/code sequences. Rather, the 
termination of control outputs upon "expiration of said period of time" is required to 
read on simply the termination of control outputs upon detection of matched codes. 
Likewise, the "period of time" is simply the time interval that exists between two 
successive entries of the lock key/code sequences, which time interval is not 
disclosed to be measured but rather merely exists as an indication of subsequent 
entries of the lock key/code sequences. This is relevant to claims 4-6, 15,16, 24-26, 
29, 30, 35, and 36." 

The significance of the foregoing partial analysis of claims 4 through 6, 15, 16, 24 through 26, 29, 
30 and 36 is not clear. Moreover, the both Examiner's foregoing analysis is incomplete and the 
Examiner's unsupported conclusory statement that Applicant's "time interval is not disclosed to be 
measured but rather merely exists as an indication of subsequent entries of the lock key/code 
sequences." What the Examiner overlooks is the absence of any relation between the express 
language of the pending claims and either the Examining staffs analysis or conclusion. Moreover, 
the analysis is devoid of any demonstration that in the practice of Applicant's inventions as defined 
by these claims, Applicant's interval is not in fact measured, either internally or in a linearly 



-41- 



PATENT 
P51671RE 

progression. In short, interpretation of these claims is a function of the prior art rather than obiter 
dicta unrelated to any statutory basis. Accordingly, this analysis need not be addressed by Applicant 
under 37 CFR § 1 . 1 1 1 (a) or (b), or § 1 . 1 76(a)there is no reason for Applicant to address this analysis 
of the Examining staff further. 



X-Claim Rejections - 35 V.S.C. §112 

C. Claims 20 and 44 through 58 are rejected under the first paragraph of 35 U.S.C. §112 
as failing to comply with the enablement requirement. 

Claim 20 

The Examiner asserts that claim 20 is insufficiently disclosed in the specification, hi support 

of this rejection, the Examiner states that: 

"There is nothing in the specification as originally filed that would 
enable someone skilled in the art to perform the process comprising 
the step of "making a subjective evaluation of content portrayed by 
a first video signal." There is nothing in the original specification 
that would enable someone skilled in the art for selectively 
"generating a blocking code in dependence upon" the "subjective 
evaluation" during a system power standby mode of operation 
particularly in light of the fact that the subjective evaluation is made 
by evaluating the video signal which means that the system is not in 
a standby mode of operation." 

The Examiner states that there are three steps of the process in claim 20, that is: 

(1) making a subjective evaluation; 

(2) generating a code in dependence upon the evaluation; and 

(3) responding to the code by barring video display; each of the second and third steps 
is required to be dependent upon the previous step. 
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"If the system is in standby, such as is set forth in the second step, 
then no video is generated, and the resuhing step, which is dependent 
upon the second step via the fact of the limitation "responding to said 
code," of barring video information that would not be generated, is 
not enabled by the original specification. Likewise, if the system is 
in a standby mode of operation, it is not clear how the specification 
enables making a subjective evaluation of the video image if there is 
no power for the video display. Furthermore, there is no disclosure 
for generating a code in dependence upon any evaluation. The 
original specification sets forth a lock key being detected and the 
entry of a code but says nothing of selectively generating a code in 
dependence upon a subjective evaluation. It is noted fi*om the 
prosecution history that tiie terminology "selectively" with regard to 
"selectively generating" merely relates to generation of a code via the 
keypad or the remote control." 

The factual basis given in Paper No. 20060207 in support of this rejection is in error. 

Claim 20 

First, and contrary to the Examiner's assertion, nothing in the language of these claims states 
"enables making a subjective evaluation of the video image". Content extends beyond a "video 
image" and may, in point of fact, have little relevance to what the video image portrays. 

Second, the attention of the Examining staff is invited to colunm 5, lines 64 through 67, 
which read, 

"the main advantage of this invention lies in the fact that it can bar 

unauthorized people firom watching video programs ... ." 
A determination to identify ^'unauthorized people" is prima facie in the context of "watching video 
programs, a subjective evaluation. 

Third, as is explained in Applicant's Background, a "locking device on a VTR is generally 
used for the purpose of keeping children fi'om watching adult video programs ... ." If it is the 
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unarticulated assertion of the Examining staff that an objective basis exists for "evaluation of 
content" in the field of video programs, the record is devoid of evidence support that assertion. 
Moreover, any determination to make an "evaluation of content" is prima facie in the context of 
"watching video programs", a subjective evaluation. 

Fourth, if viewing of a video program is to be blocked, or if the video system is to be 
blocked to prevent viewing of a video program, that action is customarily be taken in advance of the 
viewing, unless the user intends to view the program prior to making the viewer's subjective 
evaluation of content prior to locking the system or blocking the program. 

Accordingly, the issues raised in Paper No. 20060207 in support of this rejection are baseless; 
moreover, there is no evidence of record to support either the existence of these issues or to 
demonstrate that the specification, when read in its entirety, does not fully enable Applicant ' s claims. 
Withdrawal of this rejection is therefore respectfully urged. 
Claim 47 

The Examiner asserts that claim 47 is insufficiently disclosed in the specification as 
originally filed since there is no disclosure of a separate code word for locking audio and video, and 
that there is no teaching of the microcomputer comparing an entered secret code to a stored secret 
code and subsequently locking audio while releasing the muting of the video. 

This rejection is ill-foimded. Specifically, nothing in claim 47 limits the practice of 
Applicant's inventions to either (1) "a separate code word for locking audio and video" or (2) 
"subsequently locking audio while releasing the muting of the video". Clarification is respectfully 
requested pursuant to 37 CFR § 1.104(a) through (c), in non-final correspondence that particularly 
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identifies where the Examining staff finds the clauses (1) "a separate code word for locking audio 
and video" and (2) "subsequently locking audio while releasing the muting of the video" within the 
metes and bounds of claim 47. Absent this, withdrawal of this rejection is respectfiiUy urged. 
Claims 44-58 

The Examiner asserts that claims 44 through 58 remain non-enabling as set forth in the 

previous Office Action. 

hi support of this maintenance of the rejection, the Examiner states that: 

"Each of the claims set forth receiving a first lock key signal, 
generating a first character signal, mixing the character signal and 
video, and displaying the mixed signals. Subsequently, a second lock 
key signal is received, a second character signal is generated, the 
second character signal is mixed with video, and the mixed signals 
are displayed. Thus an interval of time exists between the reception 
of first and second lock key signals, during which video/character 
data is displayed, thus requiring a power on mode. The original 
disclosure as well as the Board of Appeals decision describes the 
locking process only occurring during a power standby operation. 
Since the noted claims require the operation of the process during a 
power-on status and the original disclosure as well as the Board's 
findings necessitate the locking method only during power standby, 
the noted claims are insufficiently disclosed with respect to at least 
the claimed subject matter of receiving a second lock key data signal 
after receiving the first lock key data signal and its subsequent steps. 

Rather than specifying where in the specification the subject matter 
purported by the Office Action to be non-enabling is disclosed, the 
applicant argues that the rejection and conclusion are imsupported by 
the evidence of record. Applicant's conclusory statement that the 
rejection is unfoxmded in view of the clear demonstration of 
enablement fails to overcome the rejection since the applicant has 
failed to show where in the specification the noted features of the 
claims can be foxmd. As noted in the rejection, the lock key signal is 
only processed when the system power flag is set to "1", i.e. the 
system must initiate in the standby mode, thus, receiving the 
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second-lock key after the first lock key signal wherein in between the 
two receiving lock key data signals, an image is displayed on a screen 
is not enabled by the specification. As shown by Figure 3 A, if the 
system power-off flag is set to "0", the system is powered and the 
process is returned to the start. The rejection sets forth that subject 
matter which was deemed to be non-enabling and the applicant has 
failed to show why it is not and merely concludes with applicant's 
opinion that the claimed subject matter is enabling" 

First, the Decision by the Board of Patent Appeals was focused not on claim 4, but on claim 
8; it is not believed that the language discussed by Paper No. 20060207 was before the Board. 

Second, the reliance by the Examining Staff upon the adverb "only" is unfounded. This 
limitation is not present in claims 44 through 58, nor in the underlying original specification. 
Applicant has previously requested clarification of the basis for the imposition of the adverb "only" 
upon Applicant' s disclosure. 

Third, the specification does not restrict the practice of the subject matter disclosed to solely 
a system that "must initiate in the standby mode, thus, receiving the second-lock key after the first 
lock key signal." Consequently, and depending upon the state of the system, "in between the two 
receiving lock key data signals, an image" may be "displayed on a screen" as, by way of example, 
images displayed in steps 12, 16 and 17 illustrated by Figure 1. 

D. Claims 20 and 44 through 58 are rejected under 35 U.S.C. §112, first paragraph, as 
failing to comply with the written description requirement. 

Claim 20 

The Examiner asserts that: 

The specification fails to adequately describe the process of claim 20, 
particularly the step of "making a subjective evaluation of content 
portrayed by a first video signal." Moreover, the specification fails 
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to adequately describe "generating a blocking code in dependence 
upon said evaluation." The specification fails to adequately describe 
the process steps of "making a subjective evaluation of content" and 
"generating a code in dependence upon the subjective evaluation"; 
there is nothing in the original disclosxare to equate to said claimed 
steps. 

Claims 44-58 

The Examiner asserts that claims 44 through 58 are not adequately described in the original 

specification. 

The Examiner supports his rejection by stating that: 

The applicant fails to provide any support from the specification to 
show that the specification provides a clear written description of the 
invention for the subject matter questioned in the previous Office 
Action. Rather, the applicant merely alleges the impropriety of the 
rejection. The applicant's allegation "the use of a garbled version of 
a claim by the Examining staff is improper and is inadequate to 
support a rejection" fails to address the subject matter which the 
Office has deemed not adequately described in the specification. The 
applicant's allegation that the paraphrased language is not in claim 5 
is misdirected since the Office Action clearly indicates that the "claim 
5" addressed is that which is in parent application 08/024,495, The 
applicant's assertion that each claim necessarily differs fails to 
respond to the rejection for a lack of written description. The 
applicant's allegation that the rationale is factually incorrect and has 
already been addressed by the Board is without basis. The applicant's 
statement that Figure 1 , steps 1 5 or 1 6, provide sufficient support for 
the matching of first and second key data signals is misplaced and 
incorrect since such dra wing shows the matching of the secret code 
and not the lock key data signal, the distinction between which the 
applicant has argued in the prosecution history. The applicant's 
allegations thus fail to overcome the rejection. 
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E. Claims 44 through 58 are rejected under the second paragraph of 35 U.S.C. §112 as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 44 

The Examiner asserts that claim 44 remains unclear specifically with respect to the language 
"locking said video signal by preventing application of said video signal to enable said mixing in 
dependence upon said determination," 

The Examiner continues to state that: 

To what is the language "to enable said mixing" referring? It would 
appear that the locking step is provided by preventing the video signal 
from the mixing with the character signals, but this is not what is 
claimed. Applicant is required to clarify/correct the noted language. 
Applicant's dissertation regarding timing of frequencies in a video 
mixer is not germane to the rejection or to the subject matter and fail 
to clarify the language deemed indefinite. 

First, the there is no basis for questioning whether the action of MICOM 100 generically 

prevents or enables the propagation of a video signal via lead 121, if MICOM 100 responds as 

defined by claim 44. In point of fact, in one embodiment constructed according to the principles of 

Applicant's inventions, MICOM may mute the first video signal provided by Video Processor 

Circuit 103. Action by MICOM 100 to release that mute would "enable said mixing." 



Claim 47 

The Examiner asserts that claim 47 remains unclear since the claim fails to distinctly describe 
that which the applicant regards as the invention. 
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The Examiner contends that: 

There is nothing in the original disclosure for locking the audio while 
unlocking the video; thus the claim fails to distinctly set forth the 
subject matter described by the original disclosure. While the 
specification may describe two separate control signals, the two 
control signals are in accordance with either a matched or unmatched 
code, such being the same code, and such response indicating either 
a locked or unlocked condition. There is simply no disclosure of 
locking video and unlocking audio or vice versa. Thus, the claim 
fails to distinctly define the subject matter. The applicant's remarks 
that different mute circuits may be practiced does not overcome the 
failure to distinctly set forth the subject matter. The applicant's 
allegation that the video mute and audio mute signals need not be 
simultaneously in identical states is not described by the original 
disclosure and therefore the claim is indefinite since it fails to 
distinctly set forth the subject matter which the applicant regards as 
the invention; subject matter which the applicant regards as the 
invention is required to be adequately disclosed in the original 
specification; there is no disclosure for muting video and passing 
audio or vice versa. 



Claims 50-52 and 58 

The Examiner asserts that claims 50 through 52 and 58 are indefinite. In response to 

Applicant's argues that the relationship between "the second lock key data"" and "reference" is well 

defined, precise and inescapable in its meaning and clarity yet is unable to provide any substantiation 

with respect to its meaning, the Examiner contends that: 

Neither the specification nor the claims provides any information as 
to what the scope or meaning or "reference" is in the noted claim. 
The applicant's argument is conclusory and without support and thus 
fails to overcome the rejection. 
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Claim Rejections - 35 U,S,C, 8103 

F. Claims 9 through 13,15 through 19, 24, 25, 29 through 33, 35 through 43 are rejected 
under 35 U.S.C. §103(a) as being unpatentable over Rew (5,033,085) in view of Inagaki 
et al (4,896,354). 

In support of this rejection, the Examiner states that: 

Rew teaches a method and system for controlling video and audio of 
a television set including a microcomputer 4 responding to input 
signals selectively input from a keyboard 1 or a remote control 2 for 
controlling the production of video and audio signals through 
generation of a control output SAN and PAN, a video processor and 
audio processor for receiving and processing video and audio signals 
in the form of detecting element 62, a character generating circuit 
incorporated within the microcomputer and a video/audio mute 
circuit for muting the video and audio information from being output 
to a display element 67 or audio speaker 66. hiagaki et al are directed 
to an image reception system, i.e. a video system, including control 
for blocking the video outputs to be displayed on a display screen 
including in a similar manner, remote control 10, video processor 3, 
microcomputer 5, character generator 6, and a masking circuit 7 and 
mixing circuit 8. the previous Office Action sets forth the particular 
reasons for combining/modifying the prior aft. The combination of 
references substitutes the masking and mixing circuits into Rew. 
Thus, the combination additionally shows the mixer generating video 
components by mixing the received video signal and a second video 
signal, in the form of generated characters, as well as a video mute 
circuit responding to a control output from the microcomputer which 
masks, i.e. prevents, the video signal from being applied to the mixer. 
The claimed "time period" as noted previously is defined by the 
period of time that simply exists between two subsequent inputs of 
code data; thus the prior art meets the scope thereof since a period of 
time exists between entry of a locking code and entry of an unlocking 
code, or vice versa, between an unlocking code and a locking code. 
When the unlocking code is entered subsequent to the video system 
being locked, a time period has existed between when the video 
system was locked and when the system was unlocked; this time 
period expired in the same manner as the claimed expiration of time 
via the fact that a subsequent entry of code was inputted. Figure 5 
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further shows the prompting on the screen of the entry of a code one 
at a time. 

The Examiner states that Applicant's grounds for traversal are as foUowings: 

a. The rejection fails to make a prima facie showing of obviousness; 

b. The rejection lacks a demonstration of motivation to combine; and 

c. The rejection fails to consider the subject matter as a whole. 



With regard to the prima facie showing of obviousness with respect to claim 9, the 

Examienr states that: 

Applicant alleges that the prior art fails to show "responding to input 
signals ... by controlling production of video images . . . through 
generation of a control output for a period of time . . 

The applicant's argument is not convincing because the proposed 
combination teaches control of a video/audio signal on the basis of a 
user inputting authorization codes via a keypad or a remote control. 
The period between the first entry of the code to mute video/audio 
and a subsequent entry of the authorized code in order to view the 
program meets the scope of the claimed period of time. The claimed 
"period of time" is merely defined by the time that exists between 
these two entries of code, one for locking and one for unlocking the 
video/audio or vice versa. 

The applicant's argument that the manipulation of the prior art's 
"power key input" takes the combination out of the scope of the 
claimed subject matter is not convincing. The alleged point of 
novelty of checking for a key data input during a system power 
standby is met by each and every video system unit that uses a remote 
control to tum on a system. Moreover, contrary to the applicant's 
belief, the Board did not find any patentable distinction of the 
terminology "lock key", see Board's Decision in parent application, 
paragraphs 10-11. Thus, the applicant's argument for the point of 
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novelty regarding 1 1 checking for a key-data input signal . , . from 
said lock key" with respect to claims 7 and 27 is not convincing. 
However, this point is moot in light of the applicant's further showing 
of a separate patentable distinction regarding claims 7 and 27, see 
applicant's response page 65-66. 

With regard to the prima facie showing of obviousness with respect to claims 9 and 1 5, the 
Examiner states that: 

The applicant argues that the claimed limitation for a "microcomputer 
responding to inputs . . . followed by said secret code" in combination 
with "mixture generating . . . video signal" is met by the prior art 
combination only through the Examiner's use of impermissible 
hindsight reconstruction. Applicants argue that there is no motivation 
or suggestion to combine the references and that Rew allegedly 
negates any need for such a modification. According to the 
applicants, since Rew uses microcomputer 4 to create OSD, the 
modification is unnecessary and produces a useless circuit. There is 
no evidence to support the applicants' conclusion that the 
modification is unnecessary and produces a useless circuit. 

The applicants' allegation that since Rew teaches one video signal 
and Inagaki et al teach two video signals, the two cannot be physically 
combined is not persuasive. In response to applicant's argument that 
Rew caimot be combined with hiagaki et al, the test for obviousness 
is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that 
the claimed invention must be expressly suggested in any one or all 
of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
It would have been clear to the artisan to substitute the 
masking/mixing circuit into Rew since Rew teaches a switching 
element that either switches the RGB or the OSD information to the 
video circuit whereas Inagaki et al teach the improvement wherein if 
warranted both video and OSD information, such as emergency 
broadcast data, channel or time may simultaneously be displayed with 
video. Thus, in the proposed modification, the artisan would clearly 
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benefit by the utilization of a circuit that mixes the video data and 
OSID data. Applicants' allegation that the Examining staff has 
completely ignored the teachings of Rew who operates in a very 
specific mode of operation for denying unauthorized use of a 
television set as opposed to the applicants' "video system". The 
teachings of use of a television set, as well as the teachings for 
controlling video for a video display, makes obvious to the skilled 
artisan the use of the claimed video system, particularly in light of the 
applicants specification wherein it is stated "circuit is generally 
incorporated in the video processing system such as VTR or digital 
television for displaying". 

The applicants' argument that the display of emergency broadcast 
information, i.e. the IN BAND data, is xmnecessary and undesired in 
Rew is without support and is merely the opinion of the applicants. 

The applicants' allegation that the proposed combination would 
impermissibly prevent the proper operation in its intended mode of 
operation of the primary reference is not convincing; again the 
applicants argue the physical combination and their interpretation of 
how it would be combined; however, the proposed combination 
clearly sets forth that the switching element 63 of Rew is substituted 
by the masking and mixing circuits of Inagaki et al. The proposed 
combination would not be prevented fi*om operation in its intended 
use since video information remains to be selectively controlled by 
the user. The mixing circuit of Inagaki et al mixes the video 
information signal and an OSD signal, i.e. generated characters, and 
contrary to the applicants' belief does not allow additional video 
sources fi^om being displayed. It is clear that video-only, video/OSD, 
OSD-only are each capable of being displayed. Thus, the applicants' 
argument that the references are not properly combinable and that the 
combination results in a useless device is not persuasive. 

With regard to the prima facie showing of obviousness with respect to claims 7, 27 and 28, 
the Examiner states that the applicant's arguments are convincing. 
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With regard to the prima facie showing of obviousness with respect to claim 35, the 

Examiner states that: 

Applicant argues that the claimed features of "controlling broadcast 
of all sound ... for a period of time . . in combination with "a 
mixer generating video components by mixing said first video signal 
and said second video signal . . ." is not disclosed by the prior art and 
is contrary to the teachings of the prior art in view of Rew teaching 
"any person who does not know the code (being) unable to drive the 
television set." It is unclear what the applicant's citation from Rew 
is supposed to convey regarding the contradiction to the claimed 
subject matter and therefore does not provide any convincing 
argument. The claimed mixer merely mixes a first and second video 
signal wherein the first video signal is received and processed in a 
video signal processor and the second video signal is character data 
fi-om a character generating circuit. Inagaki et al clearly disclose a 
mixing circuit 8 that mixes a first video signal from the detector 3 and 
a second video signal comprising characters from character generator 
6. Thus, there is nothing patentable regarding the claimed mixer. 
The mixer of the claim is fiirthermore not in any patentably 
distinguishing arrangement with the microcomputer of the claim. 
Thus, the applicant's arguments are not convincing. 

The fiirther argument put forth by the applicant is the alleged failure 
of a "lock key data followed by import of the secret code"; this is not 
convincing since the teachings of Rew suggest a checking for the 
power key and the subsequent prompting and inputting of the key 
code. 



The applicant's argument that the prior art lacks any aspect of 
"generation of a control signal for a period of time" is not convincing. 
The claimed "control output for a period of time" defined by a first 
and second entry of the secret code corresponds to the period of time 
that exists between when a secret code is entered into the system for 
setting the password or secret code imtil the time when an authorized 
user re-enters the proper code. Between the time when the code is set 
until the time when an authorized user enters the code, the 
video/audio information, of the combination of Rew in view of 
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Inagaki et al, is muted and thus meets the scope of the claimed subject 
matter. There is simply no disclosure in the original specification to 
support any suggestion that a time period is actually measured nor 
that a time period expires with respect to some time information; 
rather the termination of transmission of the control signals is directly 
related to the entries of lock key/code sequence data. 

With regard to the prima facie showing of obviousness with respect to claim 59, the 
Examiner states that the applicant's arguments are convincing. 



With regard to proper motivation for combining the references, the Examiner states that: 

The applicant alleges that there is nothing in the references to suggest 
one in the art to incorporate a mixer from the secondary reference 
since the primary reference performs according to its disclosed mode 
of operation without a mixer. The fact that Rew performs his goal 
without a mixer is not a basis for alleging that one of ordinary skill at 
the time of the invention would not look to improve upon the design. 
According to the applicant's reasoning, 35 USC 1 03 would not exist. 
However, the basis for 35 USC 1 03 is that one of ordinary skill in the 
art would find it obvious to combine the teachings of multiple prior 
art references. Applicant's allegation that because Rew teaches a 
single video signal that is altemately switched between video and 
OSD characters there would be no video signals to be mixed is 
unsupported by the rejection's combination of references. The 
combination set forth in the rejection clearly defined substituting the 
switching element of Rew with the mixing/masking circuits of 
Inagaki et al. The substitution of the mixing circuit in view of the 
combined references clearly teaches a mixing circuit that mixes two 
signals, the received video signal is mixed with characters from the 
character generator. Moreover, the combination is proper in view of 
the suggestion in Inagaki et al, as well as set forth in the Office 
Action, to provide the fimction of generating messages during video 
generation such as for an emergency broadcast transmission, a display 
of the channel or the display of the time. Thus, the applicant's 
arguments are not persuasive and the suggestion to combine is found 
in the references themselves. 
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With regard to the applicant's assertion that the Examiner has made a piecemeal review of 
the claims and fails to consider the subject matter as a whole, the Examiner states that: 



It is noted that only one modification was made, a substitution of a 
circuit that accomplishes the same function of preventing 
xmauthorized viewing of video signals while providing the added 
feature of simultaneously providing video and characters on the 
display screen. Thus, the applicant's argument that the Examiner has 
made a piecemeal review and rejection of the claims is unsupported 
by the record. 

Reissue Applications 

G. Claim 20 is rejected under 35 U.SX. §251 as being an improper recapture of broadened 
claimed subject matter surrendered in the application for the patent upon which the 
present reissue is based. 

The Examiner contends that: 

Claim 20 is a process claim and therefore must relate in scope only 
to like method/process claims of the patent, which claims are claims 
1, 7 and 8 of the patent. Claims 7 and 8 of the patent are directed to 
methods for locking/unlocking a display screen or VTR, while patent 
claim 1 is directed to a method of operating a video system. 

The first step requires the examiner to review the claim for the 
presence of broadening, as compared with the scope of the claims of 
the patent to be reissued. A reissue claim is broadened where some 
limitation of the patent claims is no longer required in the reissue 
claim. That is, a claim of a reissue application enlarges the scope of 
the claims of the patent if it broader in at least one respect, even 
though it may be narrower in other respect, hi the instant case, claim 
20 is broadened since at least one limitation, such as displaying a 
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lock function setting state . . • and sequentially storing and 
displaying a secret code of a user, is no longer required. 

The second step requires the examiner to determine whether the 
broadening aspects of the claim relate to subject matter that applicant 
previously surrendered diiring the prosecution of the original 
application. There are two sub-steps involved with this step. Thus, 
it must first be determined whether there was any surrender of subject 
matter in the prosecution of the original patent. The reliance by 
applicant on a claim limitation to define the original patent claims 
over the prior art can be made by way of presentation of 
new/amended claims or an argument/statement by the applicant that 
a limitation defines over the art. The following arguments by the 
applicant were presented in the prosecution history to overcome a 
rejection over the prior art. 

The parent application, 07/398,927, set forth a single claim drawn to 
a locking metihod for a system with OSD. In response to an Office 
Action rejecting claim 1 over prior art, the applicant responded with 
arguments "in contradistinction, applicant's process includes steps 
such as (a) displaying a lock function setting state and 
sequentially storing and displaying a secret code of a user", (b) 
comparing the secret code with a stored code and displaying an 
error message, and (c) initializing the stored code with the secret 
code displayed. (See Response filed 5/24/90, page 4). A continuing 
application 07/681,843, with additional method claim 2 having 
limitations substantially similar to those of claim 1 as well as 
apparatus claims 3-4 were added. In filing the preliminary 
amendment, the applicant again repeated the arguments set forth 
above with respect to the prior art (See Response filed 9/2 1/90). In 
applicant's response filed 2/3/92, the applicant argues the claims over 
the prior art since the prior art fails to teach or suggest checking for 
an input from a lock key during a power stand-by state and 
remaining in the power standby state until such time as an Input 
from the lock key is detected (mail date of response 1/27/92, page 
9). In the same response, the applicant argues for distinction over the 
prior art since the prior art fails to teach or suggest checking to 
determine If the system is in a lock mode and storing an input 
secret code as a lock code and muting the video and audio, if the 
system is not already set in the lock mode (mail date of response 
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1/27/92, page 10). In a response filed %I29I92, the applicant again 
argued that the prior art failed to teach or suggest checking for an 
input from a lock key during a power stand-by state and remain 
in the power standby state until such time as an Input from the 
lock key is detected (page 6). In the same response, the applicant 
again argues for distinction over the prior art since the prior art fails 
to teach or suggest checking to determine if the system is in a lock 
mode and storing an input secret code as a lock code and muting 
the video and audio, if the system is not already set in the lock 
mode (page 7). The applicant further indicates that the prior art does 
not disclose the sequential displaying and storing of the 
characters of the input secret code (page 7). The Board of Appeals 
made a ruling that claim 8 of the application 08/024,495 (which 
became claim 7 of the patent) distinguished over the prior art 
combination since it failed to disclose (1) "checking for a key data 
signal input from said keyboard or remote control during a system 
power standby mode of operation", (2) "displaying prompts . . . 
storing and displaying, on said screen, a secret code input by a user 
in response to said prompts", and (3) storing the secret code as a lock 
code, clearing said screen of said prompts . . . and locking the 
on-screen display when the determining step determines that the 
on-screen display system is not in said locked state." Thus, the 
prosecution history shows that the applicant relied on specific, stated 
and argued claim limitations to define over the prior art; thus, it is 
deemed that there was a surrender of subject matter. 

The second substep determines whether any of the broadening of the 
reissue claims is in the area of the surrendered subject matter. In 
claim 20, the applicant has omitted in their entirety all of the 
limitations, set forth above in paragraph #49, that the applicant relied 
upon to define patentability in the prosecution history. Thus, it is 
determined that claim 20 is broadened in the area of surrendered 
subject matter. 

The third step requires the analysis of the broadening and narrowing 
effected via the reissue claims and of the significance of the claim 
limitations added and deleted to determine whether the reissue claims 
should be barred as recapture. In claim 20, there is no narrowing of 
scope in any manner. The limitations presented, argued, or stated to 
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make the claims patentable over the prior art generates the surrender 
of claimed subject matter and is therefore referred to as the 
surrender-generating limitation. If a claim is presented in a reissue 
application that omits in its entirety, the surrender-generating 
limitation, that claim impermissibly recaptures what was previously 
surrendered, and that claim is barred under 35 USC 25 1 . 

H. Claims 44, 45, 47 through 51, and 54 through 58 are rejected under 35 U.S.C. §251 as 
being an improper recapture of broadened claimed subject matter surrendered in the 
application for the patent upon which the present reissue is based* 

The Examiner states that: 

Again, the test for recapture requires the examiner to review the claim 
for the presence of broadening, as compared with the scope of the 
claims of the patent to be reissued. A reissue claim is broadened 
where some limitation of the patent claims is no longer required in 
the reissue claim. That is, a claim of a reissue application enlarges 
the scope of the claims of the patent if it broader in at least one 
respect, even though it may be narrower in other respect, hi the 
instant case, claims 44, 45, 47-51, and 54-58 are broadened since at 
least one limitation, such as displaying a lock function setting state 
. « . and sequentially storing and displaying a secret code of a 
user, is no longer required. 

The second step requires the examiner to determine whether the 
broadening aspects of the claim relate to subject matter that applicant 
previously surrendered during the prosecution of the original 
application. There are two sub-steps involved with this step. Firstly, 
it must first be determined whether there was any surrender of subject 
matter in the prosecution of the original patent. The reliance by 
applicant on a claim limitation to define the original patent claims 
over the prior art can be made by way of presentation of 
new/amended claims or an argument/statement by the applicant that 
a limitation defines over the art. Paragraph #49 above sets forth the 
surrender generating limitations, that is, the limitations found in the 
prosecution history which were argued by the applicant for 
patentability over the prior art, Secondly, since there was a surrender 
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of subject matter, it must be deteraiined whether any of the 
broadening of the reissue claims is in the area of the surrendered 
subject matter. As none of claims 44, 45, 47-51, and 54-58 contain 
any of the surrender generating limitations, the broadened reissue 
claims improperly recapture surrendered subject matter. 

The third step requires the analysis of the broadening and narrowing 
effected via the reissue claims and of the significance of the claim 
limitations added and deleted to determine whether the reissue claims 
should be barred as recapture. The limitations presented, argued, or 
stated to make the claims patentable over the prior art generates the 
surrender of claimed subject matter and is therefore referred to as the 
surrender-generating limitation. If a claim is presented in a reissue 
application that omits in its entirety, the surrender-generating 
limitation, that claim impermissibly recaptures what was previously 
surrendered, and that claim is barred under 35 USC 251. The 
arguments in the prosecution history directed to pointing out the 
specific limitations to define over the prior art, such as set forth in 
paragraph #49 above has resulted in the surrender of any combination 
of steps that does not include at least one of the surrender generating 
limitations. Thus, even though the claim may be narrowed in some 
respect not related to the surrender generating limitation, the broader 
claims are barred by the recapture rule. 

This Office Action is responsive to the applicant's Response filed 
10/24/05. In summary, the previous restriction requirement is 
withdrawn in light of the appUcant's remarks. As the status of claim 
20 is returned to pending, a recapture rejection is presented. 
Moreover, additional claims are included in the recapture rejection. 
The present Examiner is aware that some of these claims were earlier 
rejected and subsequently withdrawn from the recapture rejection by 
the previous Examiner and has considered the applicant's previous 
response thereto. However, the previous arguments are not deemed 
to be convincing. 
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In view of the foregoing explanations and remarks, all claims are deemed to be in condition 
for allowance. Should any questions remain unresolved however, the Examiner is requested to 
telephone Applicant's attorney. 
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